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I. RRAL PARTY IN INTEREST 

The real party in interest is The DIRECTV Group Inc., the assignee of the present 
application. 

II. HT^r-ATPn APPKAT AMH TNTF.RFRRF.Nr.RS 

There arc no tdatcd appeiU ot interferences for the above-referenced patent application. 

III. STATUS OF CLAIMS 
Ckims 1-39 have been cancelled. 

Claims 40-66 axe pending in the application. 

Claims 40-43, 48-52, 57-61, and 66 stand rejected under 35 U.S.C. §l03(a) as being 
unpatentable over Nakano et al., U.S. Publication No. 2002/0055847 (Nakano) in view of Hunter et 
al., U.S. Publication No. 2002/0056118 Al (Hunter). 

Claims 4^, 47, 55, 56, 64, and 65 stand rejected under 35 U.S.C. §l03(a) as being 
unpatentable over Nakano and Hunter and further in view of Haywatd et al., U.S. Publication No. 
2003/0023703 (Hayward). 

Ckims 44, 45. 53, 54, 62, and 63 stand rejected under 35 U.S.C. §l03(a) as being 
unpatentable over Nakano and Hunter and further in view of Yamamoto et al., U.S. Patent No. 
6,166,778 (Yamamoto). 

All of the above rejections are being appealed. 

IV. STATUS OF AMENDMENTS 

No amendments to the claims have been made subsequent co the final Office Action. 

V. SUMMARY OF CLAIMED SUBJECT MATTER 

Independent claims 40, 49, and 58 axe generally directed to the transmission and receipt of 
subscriber renewal notices through a connection to the Internet (i.e. via an ISP) rather than receiving 
such notices via satellite broadcast transmission (see page 2, lines 8-11 and 25-30j page 12, line 24- 
pa^ 13, line 11; and page 14, lines 6-10). The plain meaning of die term subscriber renewal notice 
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is a renewal notice for a subscriber. In other words, a notice fot something that is being renewed 
for a subscriber is being sent via die Internet It is also clear that such renewal notices arc separate 
from purchase information since both purchase information and renewal nodces are described in 
the specification (see page 12, line 24-page 13, line 11). Sending renewal notices over an ISP 
connection saves satellite bandwidth that may be made available for other broadcast information. 

More specifically, daims 40, 49, and 58 first provide for receiving, in a set top box, broadcast 
signals through a tuner of die set top box (sec page 7, lines 13-15). A presentation device connected 
to the set top box is enabled to display the broadcast signals (see page 8, lines 21-28). A 
cotnmunicarion module (diat is different than the tuner) of the set top box is used to automatically 
connect to tiie Intetnet without the user requesting the connection- (see page 9, lines 19-28; page 11, 
lines 17-24; page 12, lines 10-16). A subscriber renewal notice is received over the connection to the 
Internet (see page 2, lines 8-1 1 and 25-30; page 12, line 24-page 13, line 1 1; and page 14, lines 6-10). 

Again, an examination of the words in the term "subscriber renewal notice" indicates that it 
is a notice for something being tenewed by a subscriber. In this regard, the American Heritage 
Dictionary, Fourth Edition, Copyright 2000, defines the term "renewal" as the act or die state of 
having been renewed. Thus, a renewal is not sotncthing new but is something that is being renewed. 

In addition. Appellants note that the dependent claims provide further limitations. Fot 
example, claims 42, 51, and 60 specify that the subscriber renewal notice comprises service provider 
facility data that is used by the set top box on a monthly basis (see page 2, lines 25-30; page 14, lines 
1-10). 

Furdier, dependent daims 46, 47, 55, 56, 64, and 65 provide for the use of a phone numbct 
that is local to the set top box that is used to connect to the Intetnet (see page 11, lines 1-6 and 21- 
24; and page 12, lines 10-12). 

VI, OROUNDS OF REJECTION TO BE RRVIHWED ON APPEAL 

Claims 40^3. 48-52, 57-61, and 66 stand rejected under 35 U.S*C. §l03(a) as being 

unpatentable over Nakano et aL, U.S. Publication No. 2002/0055847 (Nakano) in view of Hunter et 

al., U.S. PubUcation No- 2002/0056118 Al (Hunter). 

Claims 46» 47, 55, 56, 64, and 65 stand rejected under 35 U.S.C. §103(a) as being 
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unpatentable over Nakano and Hunter and further in view of Hayward et aL, U.S< Publication No. 
2003/0023703 (Haywatd). 

Claims 44, 45, 53, 54, 62, and 63 stand rejected under 35 U-S.C § 103(a) as being 
unpatentable over Nakano and Hunter and further in view of Yamatnoto et al., U.S. Patent No. 
6,166,778 (Yatnatnoto). 

AU of the above rejections are being appealed. 

Vn. ARGUMENT 

A. The Advisory Action lA Improper 

In response to the final Office Action, Appellants submitted a request fox reconsideration 
without amending the claims and setting forth various arguments. In response, the Advisory Action 
provides; 

Furthcmxoie, in response to applicant's argument that Lc is not typical for keys to be 
tcansmitted through the broidcast channel, applicant is piovided with ihe following evidence as ro 
tku fact 

Morales (5,291^54) disclosinB wherein dectyption keys aie transmitted Through the Iwoadcast satellite 
link (column 8, lines 24-59). 

Bi^am et al (5^44,161) disdofting transmitdne a decryption key through die broadcast gh^nd 
(column 5, lines 26-44 and Rg. 1). 

Wool (EP 898425 A^ disclosing wherein "package" keys for subaciibcr programming packages are 
downloaded to a subscriber through a broadcast channel (Fig. 1 and paragraph 14» paragraph 19 and 

20). 

Appellants note that accompanying the Advisory Action waa a newly initialed PTO-892 
Form widi the above references. 

Appellants further note that die above references and PTO-892 were first dted in die 
Advisory Action and were not cited previously by the Patent OfiBce in any communications, official 
or otherwise. 

In view of the above. Appellants submit that the Advisory Action and citation of new 
references after final was improper. In diis regard, such a citation and reliance on new art should be 
in the context of an obviousness rejection and should not have been dted in an Advisory Action 
where the Appellants are limited in their ability to respond to the references. 

Appellants further note that the response (filed by Appellants) ptiot to the final Office 
Action also did not amend the daims and Requested Reconsidetadon on similar grounds to that set 
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forth in the response after finaL Yet the Advisory Action was the first instance in which the above 
references were cited. Such a cication of art fails to compact prosecution. 

Appellants further note that the final Office Action was mailed on February 14, 2006 and 
Appellants filed the Request for Reconsideration on April 12, 2006 (ix., within 2 months of the final 
Office Action). However, the Advisory Acdon was mailed on May 23, 2006. Accordingly, 
Appellants submit that there was insnffirient time to consider and/ or filt any petitions relating to 
the citation of new art Thus, Appellants are objecting to the citation of art in this AppeaL 

Nonetheless, despite the impropriety of the citation and in an effort to compact prosecution, 
Appellants address die cited references in this Appeal Brief as set forth in further detail below. 

B. Tndepcndent Claims 40. 49. and 58 Are Patentable Over Th e Prior A.rt 
Appellant traverses the tqections of die independent claims for one or more of the 
following reasons; 

(1) Nakano, Hunter, Hayward, and Yamamoto do not teach, disclose or suggest a 
renewal notice for a subscriber; and 

(2) Nakano, Hunter, Hayward, and Yamamoto do not teach, disclose or suggest 
receiving a subscriber renewal notice over a connection to the IntemeL 

As set forth in the summary above, independent claims 40, 49, and 58 are generally directed 
to the transmission and receipt of subscriber renewal notices through a connection to the Internet 
(Lc. via an ISP) rather than receiving such notices via satellite broadcast ttanstnisaion. The plain 
meaning of the term subscriber renewal notice is a renewal notice for a subscriber. In other words, 
a notice for something that is being jgnewed for a subscribcx is being sent via the Internet Sending 
renewal notices over an ISP connection saves satellite bandwidth that may be made available for 
other broadcast information. 

The cited references do not teach nor suggest these various dements of Appellants' 
independent claims. In rejecting the claim elements relating to receiving subscnher renewal notices 
over the Internet, the Office Action relies on Hunter paragraph 79^ 82, and 83. Paragraph B2 
provides tiiat a key for each 32-bif code movie is delivered to each customer household by 
phone/modem on a mondily basis. The paragraph fiirthcr states diat the keys ate only provided 
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when the customer household is current in payments and otherwise in good standing. As can be 
seen firom this text, the keys are keys for a particular movie. Such a key is neither similar to nor 
sviggested by the clakned "subscriber renewal norice'*. The plain language of the terms subscriber 
renewal notice indicate that it is a renewal notice for a subscriber and is not a key for a particular 
movie that is delivered on a monthly basis. Such a mqvic-baacd key is not a subscriber renewal 
notice. 

Paragraph 83 further describes that a movie will playback at a specific user station only when 
three code keys (including movie code key C) ate present Thus, rather than providing a renewal 
norice for a particular subscrtbet over a connection to the Internet as claimed. Hunter describes the 
delivery of a key for a parricukr movie over a phone/modem on a monthly basis. Such a teaching is 
sufficiently distinct and docs not render obvious die claimed invention- 

In response to the above arguments, the final Office Action submits that such subscriber 
renewal notices axe obvious in view of Hunter's keys that are transmitted monthly to a customer 
household at die time of monthly billing queries if the customer is current in payments. The final 
Office Action further concludes that the monthly transmission of the keys to the customer (Le., 
subscriber) is based upon the customer's monthly payment, which therefore constitutes a service 
renewal 

Appellants respectfully disagree and traverse such an assertion. Namely, code keys B 
described in paragraph [0081] of Hunter are keys for all movies (which ate transmitted by satellite 
and not by a phone or modem). Further, code keys C described in paragraph [0082] are keys for 
each available movie. Accordingly, code key B is not similar to the present invention becau^se it is 
broadcast instead of being transmitted via the Internet as claimed. Furdier, code key B is for all 
available movies compaied to a subscriber renewal notice sent to an individual user. In addition, 
code key C is not a renewal for a subscribet* Instead, the movies change and so do the keys. 
Accordingly, rather than renewing something, new keys for new movies are dehvered as part of code 
key C. In this regard, code key C is not a renewal notice but merely a key for available movies. To 
assert that because the keys are only transmitted when a customer is current in monthly payments, 
that such keys ate equivalent to subscriber renewal notices is a far stretch and extends well beyond 
the scope of Hunter, The customer's monthly payment in Hunter is a precondition or a condition 
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precedent for sending the code key C - code key C is not a xcneml (ot a subscriber but mexeiy a key 
for an available movie. There is a distinct and significant difference between the two- 

In addition, Appellants note that because it is a subscriber renewal notice, it can be 
understood that a package or something is being renewed for the subscriber — such an item cannot 
be per individual movicg — guch iijoviea change oO a monthly or more frequent basis (Lc, pay-pcr 
views) - and can dierefore not be renewed 

In response to the above, die Advisory Action provides: 

In response, as indicated in die previous action. Hunter specifically discloses wherein the 
«ubscnb«r will be provided the proper key for each and every movie, on a monthly basis, if fliey aie 
current in their payments. As keys for each movie arc provided to the subscriber, based upon the 
subscriber's renewal of the service (bOl payment), they dearly quahiy as a "subscriber renewal notice". 
The Weys are provided to a particular fiubscdber location Eo allotcr that particular subscriber to access 
any of the available movies (paragraphs 82 and 83). VC^hilc the individual keys allo^*^ decryption of 
individual movies, ALL of the keys at the subscriber location are renewed on the basis of the 
subscriber paying their bill. As the keys for ALL the movies are provided to an individual subscriber 
on a mondily basis, ihey clearly meet die extremely broad claim limitation of a "subscriber renewal 
notice." 

Appellants respectfully disagree with and traverse the above. Per the Patent Office's own 
adtnission above, the keys are for each movie. Hius, ratiier than constituting a renewal of a service 
and a notice of such a renewal, they are keys for each and every movie. Further, contrary to the 
above, the keys are not "renewed". Instead, they are new keys for each and every individual movie. 
Since there arc new movies, there are new keys each month. Such new movies cannot constitute a 
"renewal" since by definition, a renewal is not new. Again, as stated above, providing keys for all 
movies to an individual subscriber on a monthly basis completely fails to describe or suggest, 
explicidy or implicitly^ a renewal notice of a subscriber. Such keys are not "notices" that are 
renewed or new. 

The Advisory Action then continues and provides; 

Furthermore, it is noted that applicant's specification merely dc&ics a "subsciiber renewal 
nodcc" as "pay-TV service provider fecility data" (see page 2, lines 25-29). As the code keys C, as 
defined by Hunter, aic transmitted on A monthly basis to an individual subscxibct, as a direct result of 
the subscriber PAYING their current fees, they clearly meet this limitation. 

Appellants acknowledge that one definition used in die specification for "subscriber renewal 
notice" is pay-TV service provider facility data. Alternatively, on page 14, lines 6-10, the 
specification provides "Operator facility data such as subscriber renewal notices, that are typically 



7 



PAGE 16/31 * RCVD AT 6/22/2006 6:45:27 PNl [Eastern Daylight Time] * 8VR:USPTO'EFXRF-3/14 ' DNIS:2738300 * CSID:3109640941 ' DURATION |mm-ss):D8<8 



06/22/2006 15:50 FAX 3109640941 



P & L LEGAL 



0017/031 



Stfdil No. 09/783,241 PD-990079 

broadcast 118 monthly, may also be . . . Thus, a subscriber renewal notice i$ an example of type of 
operator facility data that is used in the invention. Thus, rather than being tied exclusively and 
wholly equivalent to •'pay-TV service provider facility data" (as asserted by the Patent Office), the 
term "subscriber renewal notice" must be viewed in die context of the entire specification and the 
general and plain meaning of the term itself. In diia regard, the terms must be examined for their 
clear meaning that is inherent on their face. Namely, a subscriber renewal notice is a notice for 
something being renewed by a subscribet. One can't metely ignore such a plain meaning while 
ignoring that something is being "renewed" and attempting to read such language on prior art where 
keys are being sent for particular movies. Such an interpretation is wholly without merit* 
The Action further continues and provides: 

In re^onse to appHcant's flzgumeAcs on page 12, that the subsctibef reaewal notice is 
understood to icn^ a "package" £bt the subscnbec, 

1. It is noted that the definition appKcam is attempting to pisovide to die subsccibet tenewal 
notice, Le. as pertaining to some sort of "package", -as opposed to a p^rticulax movie, is not supported 
by the current specification, which does not define iivhat the renewal notice pertains to- 

2. As repeatedly pointed out to applicant, Hunter discloses wherein a subsexiber will receive, 
on a monthly basis, code keys loi EACH available movie. While not necessarily tcquircd by the 
cuirent claim limitations^ the Cu^rertt rejecHons flte based upon the receipt of all of the code keys C. 
These keys together constitute the subscnbcr renewal notice, as they a« renewed on a mondily basis 
to provide access to movies- 

With respect to both items (1) and (2), Htinter^s movies are new each month and dius 
cannot be "renewed" as required by die claims, The keys ate new keys for new movies that the user 
may view. Merely because a user is cuirent in fees does not transition such keys into being 
considered a "renewal notice'* as required in the claims. Using the analysis of the Bxamincr, 
anything sent to the user after the user is currenc in fees would be considered a subscriber renewal 
notice. For example, what if a user is delivered a list of new phone niimbers but only if the user is 
current in their fees? The PTO would consider such a listing a subscriber renewal notice. However, 
such an interpretation is wholly without merit or support with respect to the present ddms. Again, 
the claimed notice pertains to something that is specifically being "renewed" for a subscriber such as 
a package, service^ or otherwise- Hunter's movies ate not bdng renewed by die subscriber. Further, 
Appellants submit that such a claim interpretation is completely within the scope and is supported 
by the present specification. 
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In view of the above, Appellants respectfully request reversal of the tejections of the 
independent ckims. 

C. Dependent Claims 41, 50. and 59 Ate PatentRble Over The Ptior Atx 
Dependent claims 41, 50, and 59 prtyvide for two particular items - (1) that the subsctibct 
renewal nodce is traditionally broadcast via satellite; and (2) broadcast information is transmitted via 
satellite using the bandwidth that is no longer consimied by the subscriber renewal notices. With 
respect to (1), there is no indication in Hunter that that Code key C is ever transmitted via satellite or 
that it is traditionally transmitted via satellite. Further, Himter also fails to even remotely suggest 
the use of particular bandwidth for broadcast information. 

In response to the above previously submitted arguments, the final Office Action states that 
die claim limitation is merely a benefit and while Hunter doesn't digdose such a benefit, Hunter 
inherendy takes advantage of such a benefit. Appellants respectfully disagree. Under MPEP §2142 
and 2143.03 '*To establish prima faci$ obviousness of a claimed inventioxi, all the claim limitations 
must be taught or suggested by the prior art, In n I^yka, 490 b\Zd 981, 180 USPQ 580 (CCPA 

"JiYL words in a claim must be considered in judging the patentability of that claim against the 
prior art." In n Wilson, ATA F.2d 1382, 1385, 165 USPQ 494. 496 (CCPA 1970)." TTae terms and 
stated manner in which the particular notices are traditional broadcast cannot merely be ignored 
with an assertion that the benefit of such limitations is inherent. Regardless of the benefit, the claim 
limitations exist 

In addition, Appdlants note that the claim limitations also serve to distinguish subscriber 
renewal notices from code key C, In this regard, as set forth in Hunter, code key C is delivered by 
phone/modem for all available movies from a central controller system. Further, such keys are only 
when the custotner household is current in payments. However, neither the Action not Hunter has 
disclosed any transmission of all code keys C via a broadcast medium. In fact, Hunter discloses the 
opposite in that they are sent at the time of monthly billing queries and the only ttansmission 
dcsctibed is that via phone/modem. Accordingly, Hunter's code key C cannot be the subscriber 
renewal nodce since the subscriber renewal notice is traditionally broadcast via satellite as set forth 
in dependent claim 41, The fact that Hunter completely foils to describe any tnanncr other than 
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transmission via phone/modetn eliminates the possibility that code key C is equivalent to the 
claimed subscribei renewal notice. 

In response to the above axguments, the Advisory Action provides: 

On page 12, of applkant^s responae^ applicant argues that Hunter docs not cpcdBcally 
dLsdosc that the evhsciibcr renewal notice is typically ttansmitred via bioadcaat, and thus saves 
broadcast bandwidth by transmission via the Latemet, and futthemiore that this limitation was 
"ignored" by the statement that Hunter inherently takes advantage of this benefii. 

In response, as indicated in the previous rejections^ Hunter discloses die transoiission of a 
subscriber renewal notice (consisting of decryption keys for programming^ via the Incemer. As 
indicated in die action, decryption keys are typicaUy and known to be transmicted via the broadcast 
signal, and thus any transmission via die Internet, as opposed to the broadcast signal, saves broadcast 
bandwidth. Applicant's assertion that a Kmitation i$ somehow being "ignored" is incorrect 
Tiansmitting the decryption keys through the Internet instead of the broadcasr signal inherendy saves 
broadcast bandwidth, as less data is then being ftansmitied dirough the broadcast channel. 

Furthermore, in response to applicant's aigumcnts that it is not typical for keys to be 
transmitted dirough die broadcast channel^ applicant is provided with the following evidence as to 
this ha. 

Morales (5,291,554) disclosing wherein decryption keys are transmitted through the hroadcflst satellite 
link (column 8, lines 24-59)- 

Bigham ei aL (5,544*161) disclosing transmitting a description key through the broadcast channel 
(column 5, lines 26-44- and Fig. 1). 

Wool (EP B98425 A2) disclosing wherein "package" keys for subscriber programming packages arc 
downloaded to a subscriber through a broadcast channel (Fig. 1 and paragraph 14, paragraph 19 and 
20). 

Appellants respectfully disagree with and traverse such assertions. Firstly, contrary to that 
asserted in the Advisory Action, Appellants are not asserting that Hunter fails to specifically describe 
chat subscriber renewal notices are typically broadcast. Instead, Appellants submit that Hunter's 
code key C is not equivalent to a subscriber renewal notice because the code key C Is not broadcast 
Appellants acknowledge that subscriber renewal notices are typically broadcast. ITie claims ate 
directed towards freeing up the bandwidth used by such broadcast by sending the subscriber renewal 
notices via the connection to the Internet 

The Office Actions consistently provide that Hunter sends keys via the Internet Appellants 
submit that since Hunter fails to disclose that his movie keys are broadcast; such keys cannot 
possibly be equivalent to the claimed subscriber renewal notices. 

The Office Action rehes on paragraphs [0079], [0082] and [0083] of Huntet for the keys 
transmissions. As stated above, the only key that is being asserted in die Office Action is that of 
code key C because it is the only key that is dehvered when the customer household is current in 
payments and otherwise is in good standing. The Office Action is relying on such payment currency 
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so that the code key C fot movies is considered a subscnber renewal notice (which Appellants 
traverse as set forth above). However, Hunter merely describes that such code key Cs are delivered 
by phone/modem on a monthly basis at the titxxe of monthly billing queries from a central controller 
system (see paragraph [0082]), Again, such a key is never disclosed nor described to be disclosed via 
broadcast as claimed. 

Appellants arc not attempting to assert that decryption keys in general are broadcast. What 
differentiates the subschbei renewal notices £com the keys of Himtex and those in Morales^ Bigham, 
and Wool, is that the claims explicitly provide that the subscriber renewal notices are traditionally 
broadcast by satellite but are now being transmitted via the Internet. Neidier the Office Action nor 
the dted references refer to such notices that renew something of a subscriber that are tradirionaDy 
broadcast and that are now being sent via the Internet. 

The Office Action is attempting to assert that Huntet^s keys are traditionally broadcast vto 
satellite. Such an assertion is T^*iolly without merit. Instead, the keys that Hunter i? referring to are 
delivered at the time of monthly billing queries and are keys for each available movie. Such a 
transtoission is another factor that differentiates the presently claimed invention from that of 
Hunter. 

Again, Appellants are not attempting to assert that keys are not broadcast Appellants 
acknowledge that keys are broadcast. What Appellants are asserting is tiiat a particular notice, a 
subscriber renewal notice, that is traditionally broadcast, is now being transmitted via an Internet 
connection thereby freeing up bandwidth. Such a teaching is neither taught nor suggested in the 
cited art. 

D. Dependent Claims 42. 51. and 60 Are Patentable Over The Prior Art 
These claims provide that the subscriber renewal notice is service provider facility data. 
In rejecting these claims, the Office Action relies on Hunter paragraphs 79 and 83. 
Paragraph 79 merely provides for the use of a time based code key to assure that playback of 
recorded content can only occur on currcndy authorized user stations. Paragraph 83 provides that 
playback will not occur unless three different code keys are present at the user station. 
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Again, the Patent Office only asserts that code key C is the subscriber renewal notice since 
thac is the only key that is delivered when a subscriber is current in payments, ITius, to read on the 
invendonj code key c must also be service provider facility data as claimed. However, Code key C is 
tnerely a 32-bit code for each available movie and is not service provider facility data. In this regard^ 
die plain meaning of the terms service provider fecility data does not even resemble a movie code. 

Accordingly, Appellants respectfully request reversal of the rejection of these claims. 

E. Dependent Claims 43. 52. and 61 Are Patentable Over The Prior Art 

These '^l^itv*^ provide that the subscriber renewal nodce is received over a secure electronic 
connection. 

In rejecting these claims, the Office Acoon relies on Nakano and Hunter, However, to 
teach the transmission of the notice over a secure connection, the Office Action relies on Hunter 

paragraph 83. Paragraph 83 provides: 

[0083] Hie lime-based coding of FIG. 8 assures that a itiovie will playback at a specific user station 
cmij when ^ thiree code keys A (transmitted with the movie), B (cho&exi and blanket transmitted 
monddy) and C (delivered monthly by phone modem) axe present, with the user station softvaic 
simply verifying that C i& the correct value \(^cn a predetermined mathemadcal function is applied to 
A and B. 

As can be seen by diis text, Hunter cotnpletely foils to describe deUvering code key C over a 
secure electronic connection. Instead, key C is encoded and merely delivered via a phone/modetn. 
In view of the above, Appellants respectfully request reversal of the rejections- 

F. Dependent Claims 44, 45, 5- ^- 54. 62. and 63 Are Not Separately Argued 

G- Dependent Claims 46. 47, 55, 56, 64, and 65 Are Pa^entabk O ver The Prior Art 
Dependent claims 46, 47, 55, 56, 64, and 65 provide ftirdier limitations indicating that the 
connection to the Internet is conducted via a phone number diat is local to the STB. Appellants 
note that the advantage ptovided by such a connection provides for eUminating the use of cosdy 800 
number connections. In rejecting these claims, the final Office Action relies on Haywaid- As set 
forth in Hayward and the final Office Action, Hayward is directed towards a computer system (see 
Abstract, Fig. 1, Fig. 2, and entire specification). Appellants submit that die use of a computer as set 
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forth 01 Hajrwatd is not even remotely similar to the use of a set top box. In this regard, 
applications or capabilities of a computer cannot be compared or used by a set top box in a system 
such as that set forth in the claims. In this reg^d, there is no motivation to tise any system of a 
computer in an STB, The provided motivation relies exclusively on the benefit of dialing a local 
phone number to connect to the Internet However, the completely different fields of art that exist 
between a computer and an STB would prevent such a combination and completely fail to provide a 
motivation to combine. 

Under MPEP 2143, it is the Examiner's obligation to set forth a prima fade case of 
obviousness. As part of establishing the case, the Examiner must meet three criteria: he must show 
that some suggestion or motivation^ either in the references themselves or in the knowledge 
generally available to one of ordinary skill in the art, to modify the reference or to combine reference 
teachings. Second, there must be a reasonable expectation of success. Finally, the prior art reference 
(or references when combined) must teach or suggest all of the claim limitations. The teaching or 
suggestion to make the claimed combination and the reasonable expectation of success must both 
be found in the prior art, and not based on Appellant's disclosure. Jn n Vaeck^ 947 F.2d 488, 20 
USPQZd 1438 (Fed. Cir. 1991). In this regard, there is no expectation of success if a computer of 
Hayward were combined with the systems of Nakano and/or Hunter. Further, there is no 
suggestion in either of ±e dted references, or in the art itself to combine the references as set forth 
in the Office Action. 

In response to the above prcwoosly submitted arguments, the Advisory Action provides 

In ififipOAse lo applicant's arguments on page 13, in regards to the combination of Hayward 
with Nskano and Huntet, appHcant'g aigumcnts are not convincing. Nakano specifically (Usclosefi 
\^cicin the input device, while envisioned as a set top box, can constitute any device having access to 
die netwoik (paragraph 12), even expliddy induding a PC (paragraph 12). Aa Nakano cleady defines 
hifi set lop box as being synonymous with a compute! connecticg to a nctwotk, Haywaid's computer 
which connects to the Iniemet is cleady analogous axt- Furthetmote, as indicated in the rejection, the 
reUed upon feature and motivation, of allowing dial-up connection to the Internet, are clearly 
unrelated to the particular network device, and would be relevant to any computing device. 

Appelknts respectfully traverse such assertions. Tbere are significant differences between a 
PC and a set top box. While Nakano does describe diat the input device can be a PC^ the present 
invention is directed towards a set top box that perfomis the various functions and not a PC, A PC 
as set forth in Hayward has different functionality than that of a set top box. 
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Further, even by combining the refetences as indicated in die Office Action, the present 
invention would not result The combination would merely provide for coxinccting a PC (as an 
input device ofNatano) wherein die PC performs the funcrionalicy set forth in Hayward, However, 
such a combination would not teach, disclose, or suggest, a set top box (and not a PC) that receives 
a local phone number^ dials a local phone number (without the user requesting a connection), 
establishing a connection to the Internet through the connection, where the local number is for an 
ISP. Instead, a PC would perform a connection to the Internet Such a teaching is significandy 
distinguishable from the present invention. 

In view of the above. Appellants respectfully request reversal of the rejections. 



H. Conclufi ion 

In light of the above arguments. Appellants respectfully submit that the cited references do 
not anticipate nor render obvious die claimed invention. More specifically. Appellants' claims recite 
novel physical features which patentably distinguish over any and all references under 35 U.S.C. §§ 
102 and 103. As a result, a decision by the Board of Patent Appeals and Interferences reversing die 
Examiner and directing allowance of die pending claims in the subject appEcation is respectfully 
solicited. 

Respectfully submitted^ 



Date: June 22, 2006 

The DIRECTV Group, Inc 

RE / R08 / A09 

RO. Box 956 

2230 E. Imperial Highway 

El Segundo, CA 90245-0956 




S. Grunebach, Registration No. 33,179 
'ey for Appellants 



Phone: (310)96^615 
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VIII . CLAIMS APPENDIX 

1 - 39. (CANCELLED) 

40. (PREVIOUSLY PRESENTED) A method for receiving a subsctibct renewal notice 
comprising: 

(a) receiving, in a set top box, broadcast signals through a tuner of the set top box; 

(b) enabling a presentation device connected to the set top box to display the broadcast 

signals^ 

(c) automatically connecting to the Internet using a communication module of the set 
top box without the user requesting the connection, wherein the communication module is different 
dian the tuner; and 

(d) receiving a subscriber renewal notice over the connection to the Internet 

41. (PREVIOUSLY PRESENTED) The method of claim 40, wherein the subscriber 
renewal notice is traditionally broadcast via satellite, the method fiirdier comprising receiving 
broadcast information that utilizes satellite bandwidth no longer consumed by the subscriber 
renewal notice. 

42. (PREVIOUSLY PRESENTED) The method of claim 40, wherein die subscriber 
renewal notice comprises service provider facility data. 

43. (PREVIOUSLY PRESENTED) The method of claim 40, further comprising 
establishing a secure electronic connection with a server through the connection to the Internet, 
wherein the subscriber renewal notice is received through the secure electronic connection. 

44. (PREVIOUSLY PRESENTED) The method of claim 40, further comprising: 
receiving purchase information, for a good or service purchased by a user, wherein the 

purchase information was obtained through the user commuxjicating with the set top box; 
storing the purchase information for the good or service in the set top box; and 
transmitting the purchase information from the set top box to a server through the 

connection to the Internet. 
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45. (PREVIOUSLY PRESENTED) The method of chim 44, wherein the pxirchase 
informaUon is stoxed in a smart card. 

46. (PREVIOUSLY PRESENTED) The method of claim 40, wherein the automattcaUy 
connecting to the Internet comprises: 

receiving & local phone number in the set top box; 

automatically dialing the local phone number^ without the user requesting a connection, 
using the commimication module, wherein the comtnunicarion module is a modem; and 

establishing the connection to the Internet through a computer that answers the dialed local 
phone number. 

47. (PREVIOUSLY PRESENTED) The method of claim 46, wherein die local phone 
number is associated with an Internet service provider, 

48. (PREVIOUSLY PRESENTED) The method of cbim 40, wherein the automatically 
connecting comprises: 

determining if an Internet connection is cuitently established; 

if an Internet connection is currently established, automatically obtaining a new transmission 
control protocol/intemet protocol (TCP/IP) connection through the communication module using 
the established Internet connection, 

49. (PREVIOUSLY PRESENTED) A system for receiving a subscriber renewal notice: 

(a) a subscriber renewal notice; 

(b) a set top boa; configured to: 

(i) receive broadcast signals through a tuner; 

(ii) enable a presentation device to display the broadcast signals; 

(ill) automatically connect to the Internet using a communication modxile of the 
set top box without the user requesting the connection, wherein the conmiunication module 
is different than the tuner; 

(iv) receive the subscriber renewal notice over the connection to the Internee 
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50. (PREVIOUSLY PRESENTED) The system of daim 49, wherein the subscriber 
renewal notice is traditionally broadcast via satellite^ wherein the set top box is further configured to 
receive broadcast information that utilizes satellite bandwidth no longer consiamcd by the subscriber 
renewal notice. 

51. (PREVIOUSLY PRESENTED) The system of claim 49, wherein die subscriber 
renewal notice comprises service provider facility data, 

52. (PREVIOUSLY PRESENTED) The system of daijn 49, wherein the set top box is 
further configured to establish a secure electronic connection with a server dutjugh the connection 
to the Internet, wherein the subscriber renewal notice is received dirough die secure electronic 
connection. 

53. (PREVIOUSLY PRESENTED) The system of daim 49, wherein the set top box is 

further configured to: 

receive purchase information, for a good or service purchased by a user, wherdn the 

purchase information was obtained through the user communicating widi the set top box; 
store the purchase information for the good or service in the set top box; and 
transmit the purchase information from the set top box to a server through the cormection 

to the Internet 

54. (PREVIOUSLY PRESENTED) The system of claim 53, wherein die purchase 
infotmation is stored in a smart card. 

55. (PREVIOUSLY PRESENTED) The system of daim 49, wherein the set top box is 
configured to automatically connect to the Internet by: 

receiving a local phone number in the set top bo3t; 

automatically dialing the local phone number, without the user requesting a connection, 
using the communication module, wherein the communication module is a modem; and 

establishing the connection to the Internet through a computer that answers the dialed local 
phone number. 
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56. (PREVIOUSLY PRESENTED) The system of claim 55, wherein the local phone 
number is assodated with an Internet service provider. 

57. (PREVIOUSLY PRESENTED) The system of claim 49, whetdn the set top box is 
configured to automatically connect by: 

detetmining if an Internet connection is ciureotly established; 

if an Internet connection is currently established, automatically obtaining a new transmission 
control protocol/internet protocol (TCP/IP) connection through the cotnmunication module using 
the established Internet connection. 

58. (PREVIOUSLY PRESENTED) An article of manu&cture for receiving a 
subscriber renewal notice comprising: 

means for a set top box connectable to a presentation device to receive broadcast signals 
through a tuner; 

means for the set top box to enable the presentation device to display the broadcast signals; 

means for the set top box to automatically connect to the Internet xising a commimication 
module of the set top box widiout a user requesting the connection, wherein the communication 
module is different than the mner; and 

means for the set top box to receive a subscriber renewal norice over the connecdon to the 
Intetnct. 

59. (PREVIOUSLY PRESENTED) The article of manu&cture of claim 58, wherein 
the subscriber renewal notice is ttaditionally broadcast via satelKte, wherein die article of 
manu&cture further comprises means for the set top box to receive broadcast information that 
utilizes satellite bandwidth no longer consumed by the subscriber renewal notice. 

60. (PREVIOUSLY PRESENTED) The article of manufecture of claim 58, wherein 
the subscriber renewal notice comprises service provider facility data. 
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61. (PREVIOUSLY PRESENTED) The ardde of xnanufecture of claim 58, fiirther 
comprising meaas for the set top box to establish a secure elecaxjnic connection with a server 
through the connection to the Internet, wherein the subscriber renewal notice is received through 
the secure electronic connection. 

62, (PREVIOUSLY PRESENTED) The article of manufacture of claim 58, further 
comprising: 

means for the set top box to receive purchase information, for a good or service purchased 
by a user, wherein the purchase infbrmadon was obtained through the user communicating widi the 
set top box; 

means for the set top box to store the purchase information for die good or service in the 
set top box; and 

means for the set top box to transmit the purchase information from the set cop box to a 
server through the connecdon to the Internet. 

63. (PREVIOUSLY PRESENTED) The article of manufacture of claim 62, wherein 
the purchase information is stored in a smart card. 

64, (PREVIOUSLY PRESENTED) The article of manufectute of claim 58, wherein 
the means for the set top box to automatically connect to the Internet comprises: 

means for the set top box to receive a local phone number in the set top box; 

means for the set top box to automatically dial the local phone number, without the user 
requesting a connection, using die cotnmunication module, wherein die communication module is a 
modem; and 

means for the set top box to establish the connection to the Internet through a computer 
that answers the dialed local phone number. 

65- (PREVIOUSLY PRESENTED) The article of manufacture of claim 64, wherein 
the local phone number is associated with an Internet service provider, 

66. (PREVIOUSLY PRESENTED) The article of manufacture of claim 58, wherein 
the means for the set top box to automatically connect comprises: 
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means for the set top box to detemiine if an Internet connection is currently established; and 
if an Internee connection is currendy estabhshed, means for the set top box to automatically 

obtain a new transmission control protocol/internet protocol (TCP/IP) connection through the 

commiinication module using the established Internet connection. 
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IX - EVIDENCE APPENDIX 

Appellants note that U.S. Patent No. S>W,161, U.S. Patent No, 5,291,554, and Emopean 
Patent No- EP 898425 A2 were first dted by and telied vpon by the Examiner in the Advisory 
Acdon dated May 23, 2006. 

Such patents were entered into the record with the PTO-S92 Form that was first dted and 
mailed to Appellant with the Advisory Action dated May 23, 2006. 
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X - RELATED PROCEEDINGS APPENDIX 

Ntme 
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